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DETAILED ACTION 
Claim Objections 

Claim 9 is objected to under 37 CFR 1.75(c) as being in improper form because 
a multiple dependent claim cannot depend upon 2 different dependent claims (claims 6 
and 8). See MPEP § 608.01 (n). Accordingly, the claim 9 has not been further treated 
on the merits. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-8, 10-22 and 24-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Berger (U.S. Patent No. 6,414,694). 

Referring to claim 1. Berger discloses a method for on-line outsourcing of 
customized merchandise containing personalized logo, wherein a remote customer In a 
network environment is connected to a server to customize a piece of tangible 
merchandise containing at least a personalized logo and the server outsource its 
production to a supplier; the method comprising the steps of: 

• Providing a logo image database at the server end, wherein the database stores 

a plurality of constituent image parts of at least a default logo image and a 
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plurality of part elements showing characteristics of the constituent image parts 
(Berger: abstract); 

• Providing a merchandise image database at the server end, wherein the 
database stores a plurality of constituent image parts of at least a default 
merchandise image and plurality of part element showing characteristics of the 
constituent image parts (Berger: abstract); 

• Personalizing a preferred logo image, by the remote customer, by selecting at 
least an image part and at least a part element stored in the server's logo image 
database for the server's on-line generation of the remote customer's 
personalized logo image (Berger: abstract); 

• Customizing a preferred merchandise image, the remote customer, by selecting 
at least an image part and at least a part element stored in the server's 
merchandise image database for the server's on-line generation of the remote 
customer's customized merchandise image (Berger: abstract); 

• Generating, by the server, the customized merchandise image containing at least 
a personalized logo image by incorporating the personalized logo image with the 
customized merchandise image selected by the remote customer (Berger: 
abstract); and 

• Transmitting by the server, the generated customized merchandise image 
containing at least a personalized logo image to a supplier for the production of 
at least a piece of tangible, customized merchandise according to the said 
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customized merchandise image containing at least a personalized logo image 
(Berger: abstract). 

Referring to claim 2. Berger further discloses a method wherein the network 
environment involves at least one of the Internet, a local area network, a proprietary 
network and a wireless communication network (Berger: column 1, lines 5-10). 

Referring to claim 3. Berger further discloses a method wherein said logo image 
consists of at least one of digitized alphabet, number, symbol, and picture presented in 
2-D or 3-D manner (Berger: column 1, line 65- column 2, line 29). 

Referring to claim 4. Berger further discloses a method wherein said logo means 
a business or non-profit entity's identity logo, trademark, server mark, or icon 
representing a product, a work, a service, a character, or an activity (Berger: column 1, 
line 65- column 2, line 29 & column 5, lines 5-26). 

Referring to claim 5. Berger further discloses a method wherein each said part 
element of a logo image has a unique code (Berger: figure 2 & figure 3, step 326). 

Referring to claim 6. Berger further discloses a method wherein said part 
elements are further grouped into a plurality of categories reflecting distinct attributes 
including at least one of shape, style, pattern, special effect, contour, color, material, 
size, and production technique (Berger: column 6, line 52- column 6, line 32 & figure 7). 

Referring to claim 7. Berger further discloses a method wherein said 
merchandise image is digitized, 2-D or 3-D, image representing a piece of tangible 
merchandise (Berger: column 6, line 52- column 6, line 32 & figure 7). 
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Referring to claim 8, Berger further discloses a method wherein said part 
elements of merchandise images are further grouped into a plurality of categories 
reflecting distinct attributes including at least one of shape, style, pattern, special effect, 
contour, color, material, size, and production technique (Berger: column 6, line 52- 
column 6, line 32 & figure 7). 

Referring to claim 10. Berger further discloses a method wherein each said part 
element of the merchandise image has a unique code (Berger: column 6, lines 3-19 & 
figure 6). 

Referring to claim 1 1 . Berger further discloses a method including a step of 
authorizing the remote customer's request for on-line logo personalization (Berger: 
figure 5). 

Referring to claim 12, Berger further discloses a method wherein said 
personalized logo image has a unique identification code consisting of each logo part 
element's unique code (Berger: column 7, lines 57- column 8, line 19). 

Referring to claim 13. Berger further discloses a method including a step of 
displaying, at the remote customer end, the personalized logo image generated by the 
server according to said remote customer's selection of at least an image part as well 
as at least a part element to assist said remote customer's confirmation of the logo 
personalization (Berger: column 7, lines 44-56 & figure 9). 

Referring to claim 14-16. Claims 14-16 are rejected under the same rationale set 
forth above. 

Referring to claim 1 7. Berger further discloses a method comprising the steps of: 



Application/Control Number: 10/648.216 Page 6 

Art Unit: 3625 

• Receiving, by the server, the remote customer's upload of an edited or self- 
designed part element for a logo image or a merchandise image (Berger: column 
3, lines 30-58 & figure 1); 

• Storing, by the server after approval, said edited or self-designed part element in 
the corresponding logo image or merchandise image database Berger: column 3, 
lines 30-58 & figure 1). 

Referring to claim 18. Berger further discloses a method including a step of 
receiving the remote customer's indication of preferred locations and sizes of said 
personalized log image to be incorporated with the customized merchandise image 
(Berger: column 7, lines 32-56 & figure 8-9). 

Referring to claim 19. Berger further discloses a method including a step of 
displaying, at the remote customer end, said customized merchandise image containing 
at least a personalized logo to assist said remote customer's confirmation of the 
preferred location and sizes (Berger: column 7, lines 44-56 & figure 9). 

Referring to claim 20 Berger further discloses a method wherein said 
customized merchandise image containing at least a personalized logo image has a 
unique identification code set consisting of the unique identification codes of the 
constituent customized merchandise and personalized logo images (Berger: column 7, 
lines 57- column 8, line 19). 

Referring to claim 21. Berger further discloses a method comprising the steps of: 
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• Providing an outsourcing database at the server end, wherein the database 
stores business information of at least a supplier and data of outsourcing invoice 
records (Berger: column 8, lines 1-19); and 

• Providing a customization order database at the server end, wherein the 
database stores data of customization order records (Berger: column 8, lines 1- 
19). 

Referring to claim 22. Berger further discloses a method including a step of 
receiving confirmation, from the remote customer, for the outsourcing of the production 
of said tangible, customized merchandise according to the said customized 
merchandise image containing at least a personalized logo image (Berger: column 8, 
lines 1-19). 

Referring to claim 24. Berger further discloses a method wherein said supplier's 
business information at least include its business registration data, and wherein said 
outsourcing invoice record includes an outsourcing case number, the unique 
identification code set of the customized merchandise image containing at least a 
personalized logo image, and information of the unit price, the ordered quantity, the total 
amount, the name and address for delivery, and the deadline of delivery (Berger: 
column 8, lines 1-19 and figure 3, step 334). 

Referring to claim 25. Berger further discloses a method wherein said 
customization order record comprises a customization order number, the outsourcing 
case number, the unique identification code set of the customized merchandise image 
containing at least a personalized logo image, and information of the unit price, the 
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ordered quantity, tlie total amount, the name and address for delivery, and the deadline 
of delivery (Berger: column 8, lines 1-19 and figure 3, step 334). 

Referring to claim 26. Claim 26 is rejected under the same rationale set forth 

above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berger (U.S. Patent No. 6,414,694) in view of Haynes (U.S. Patent Application 
Publication No. 2004/0098315). 

Referring to claim 23. Berger discloses a method of transmitting information of 
the preferred location and sizes of the logo image to be incorporated with the 
customized merchandise image to said supplier (Berger: column 8, lines 1-19). Berger 
does not expressly disclose a method of transmitting an invoice to a supplier. Hayes 
discloses a method comprising: 

• Transmitting an outsourcing invoice to a remote supplier to bind the supplier's 
production of said tangible, customized merchandise containing at least a logo 
(Haynes: paragraph 81); and 

• Transmitting to the remote customer a customization order, information of the 
preferred location and sizes of the logo image to be incorporated with the 
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customized merchandise image, and said customized merchandise image 
containing at least a personalized logo image to bind the merchandise 
customization (Haynes: paragraph 81). 
It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to modify the method of Berger in include sending invoices for customized 
merchandise, as taught by Haynes, in order complete the purchase of said customized 
merchandise. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason B. Dunham whose telephone number is 571-272- 
8109. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on 571-272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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